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IN THE UNITED STATESPATENT AND TRADEMARK OFFICEBEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In re RegistrationNo. 3,064,820
Mark: NETTRAK
Registered: March7, 2006

NeTrack,Inc.,

Petitioner,

V.

InternetFX, Inc.,

Registrant.

) CancellationNo. 92047013
)
)
) REGISTRANT’SOPPOSITIONTO
) PETITIONER’SMOTION TO STRIKE
)
)
)
)
)

Commissionerfor Trademarks
P.O. Box 1451
Alexandria,Virginia 223 13-1451

Pursuantto FederalRuleof Civil Procedure(“FRCP”) 6(b), 37 C.F.R. §sS 2.120(a)and

2.121(a)(1),andTrademarkTrial andAppealBoard Manualof Procedure(“TBMP”) § 509.01

and509.02,Registrant InternetFX, Inc. (“Registrant”)respectfullysubmits thisOppositionto

Petitioner’sMotion to Strike filed October15, 2008 (“Motion to Strike”).

I. INTRODUCTION

The FederalRulesof Evidenceprovideno plausiblebasison which to askthe Boardto

strikeevidence submittedin supportof Registrant’s Motionto ReopenDiscoveryPeriodand

ResetTestimonyandTrial Periods (“Motionto Reopen”). Instead,Petitioner’sMotion to Strike

is a diversionarytactic intendedto takethe focusoff Petitioner’spettyrefusalto consentto a

short90-dayreopeningof thediscoveryperiod. Moreover,the lack of legal supportfor the

Motion to Strike simply highlightstheextentto which Petitionerwill go to preservethe

advantageof “litigation surprise”thatPetitionergainedwhenit silently serveddiscoveryon

Registrantin August2007,during a time whenPetitionerknew theRegistrantwaswaiting

patientlyfor Petitioner’sresponseto a fully drafted settlementdocument.

Despitethe discussionin Petitioner’s Motionto StrikeregardingFederalRulesof
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Evidence(“FRE”) 401,403 and408, thereis no irrelevant,prejudicialor inadmissibleevidence

offeredin supportof Registrant’sMotion to Reopen. Petitioner’sFRE401 argumentillogically

assertsthat the factof settlementdiscussionsis irrelevantto theMotion to Reopen. In fact, the

existenceof Petitioner’sandRegistrant’ssettlementexchanges— which Petitionerneverdenies

to bethe case— is centralto thebasesfor Registrant’sshowingof excusableneglect. Petitioner’s

contortedFRE 403 argument— that confusionor unfair prejudicewill be introducedto this

proceeding becausethe existenceof settlementdiscussionsis consideredby the Board—

completelyignoresthe factthat theBoardroutinelyconsiderswhetheror not bonajIde

settlement discussionsexist as a basisfor resettingschedulesin its proceedingsor suspending

them.

Finally, Petitioner’sattempted relianceon FRE 408 mischaracterizesboththenatureof

Registrant’s evidencein supportof its Motion to Reopenaswell asthe clear languageof

Rule 408. Simplyput, noevidencein supportof Registrant’s Motionto Reopenis offeredto

proveliability or invalidity of anyclaim by Petitioner; therefore,themotiondoes notfall within

the ambitof FRE 408. Moreover,noneof the statementsor evidencethat Petitionerseeksto

strike in Exhibit A to its Motion to Strikerely uponanymorethanthemerefactualexistenceof

settlementexchangesbetweentheparties.

For thesereasons,the Board shoulddenyPetitioner’sMotion to Strike.

II. DISCUSSION

A. TheFactof SettlementDiscussionsIs Highly Relevantto Registrant’sMotion
to Reopen.

Simplifying its FRE 401 argument,Petitioner’sMotion to Strikemakesthepreposterous

assertion thatRegistrant’sgoodfaith beliefthat thisproceedingcouldbe settledby thepartiesis

irrelevantto thereasonswhy Registrantdid not servediscoveryon Petitioner. (Motion to Strike,

pgs.4-6.)

FRE401 defines“relevant evidence”asevidencetendingto maketheexistenceof any

fact moreprobableor lessprobablethanit would bewithout theevidence.SeeFed.R.
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Evid. 408. Here, the existenceof settlementnegotiationsbetweenthepartiesis highly relevant

to severalof the four factorsfor the excusableneglecttestthat theBoardmustconsider under

PioneerInvestmentServsCo. v. BrunwickAssocs.Ltd. Partnership,507 U.S. 380, 392(1993).

Specificallywith respectto the secondPioneerfactor, the lengthof the delayandimpact

onjudicial proceedings,boththetimelineof theparties’ 2007settlement communicationsaswell

asRegistrant’scontactwith Petitionerafterthe Board’sAugust28, 2008 Orderaredirectly

relevantto the90-dayreopeningof discovery requestedby Registrant. In addition,assessment

of the third Pioneerfactor, thereasonfor thedelay,relatesdirectly to the fact thatRegistrantdid

not servediscoverybecauseRegistrantwaswaiting in goodfaith for Petitioner’s commentson a

written draftsettlementagreement. Finally,in regardto the fourth Pioneerfactor,whetherthe

movantactedin goodfaith, Registrant’sview that servingdiscoverywasunnecessaryand

counterproductivedueto fact of the parties’settlementexchangesis directly relevantto

Registrants’bonajide beliefthat settlementwas imminent. Hence,thepartiessettlement

communicationsarerelevantandadmissibleunderFRE 401.

B. No EvidenceSubmittedin Supportof Registrant’sMotion to ReopenIs
Prejudicialor Will Leadto Confusionin this Proceeding.

TMBP section605.01provides,“[tjhe Boardencouragessettlement,andseveralaspects

of Boardpracticeandprocedure,includingit liberal discoverypractice... and its usual

willingnessto suspendproceedingsin pendingcaseswhile partiesnegotiatefor settlementserve

to facilitatetheresolutionof casesby agreement.”Thevery operationof this rule is basedupon

one orbothof thepartiesadvising theBoardof the existenceof settlement discussionsasa basis

for the Boardto extenddiscoveryperiodsor suspendproceedingsin pendingcases.Contraryto

Petitioner’ssuggestion,theBoardasa generalrule is not prejudicedor confusedby these

submissionsasto the thestatusof settlementexchanges,andwill not beso in this case.

Furthermore,an examinationtheMotion to Strike’s Exhibit A, which containsthe

portionsof Registrant’s Motionto ReopenDiscoveryandsupportingdeclarationthat Petitioner

proposesto strike, showsthat eachof the 19 entriesmerelycontain referencesto the fact that
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settlementcommunicationswereoccurring, not thesubstanceof the termsbeingexchanged.In

eachandeverycase,these referencessimply establishthat thepartiesconsideredsettlementshort

of litigation, exchangeda settlementdraft, or discussed settlementin subsequentwritten and

telephonecommunication,without revealingsubstantive communicationsregardingthe parties’

rights. Thereferencesin Exhibit A should notbeexcluded becausetheyareprejudicial.

C. FederalRule of Evidence408 DoesNot Prohibit theUseor Evidencethat
RegistrantHasOfferedin Supportof Its Motion to Reopen.

Without a singlecasein support,PetitionerassertsthatRegistrant’sevidencesubmitted

in supportof its Motion to Reopenmustbe struckasinadmissiblebecauseit violatesthepublic

policy behindFRE 408. However,underFRE 408,evidenceof offers or acceptancesof

compromiseareonly inadmissible“to proveliability for or invalidity of the claim or its amount.”

Fed.R. Ev. 408. If offeredfor someotherpurposethanliability for or invalidity of a claim, the

evidenceis admissible. SeeCohnv. Petsmart,Inc., 281 F.3d 837, 840 (9th Cir. 2002)

(settlementletterofferedto establishvalueof trademarkfor jurisdictionalpurposes, notto

establish liability,wasadmissible);StarterCorp. v. Converse,Inc., 170 F.3d286, 293 (2d Cir.

1999) (settlementevidenceinadmissible becauseit wasnot usedto proveliability for

infringementclaim, but to establishthatallegedinfringer wasestoppedfrom usingdisputedmark

on certaingoods);Wright & Graham,FederalPracticeandProcedure:Evidence§ 5308.

Registrant’s Motionto Reopendoesnot putanyclaim, liability therefore, oramountof a

claim in this proceedingat issue. Instead,Registrant’smotion is targetedonly at reopeningthe

discovery schedulein theproceeding,and hasno bearingon anyclaim or liability under

Petitioner’scancellationpetition. Further, eachof the 19 entriesthatPetitionerincludesin its

Exhibit A aremerelyreferencesto the factthat settlementcommunications wereoccurring,the

dateson which communicationsoccurred,or whethersuchcommunicationswerein writing or

by telephone.Theseentriesdo not divulge theparties’ views on their respectiveclaimsor

liabilities. Accordingly, thereis no supportfor striking the 19 entrieslisted in Exhibit A to

Petitioner’sMotion to StrikebecauseRegistrant’s evidenceon thebasisthat suchevidenceis
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inadmissibleunderFRE 408.

D. Motions to Strike areDisfavored

While the Boardmaystrike from apleadinganyredundant,immaterial, impertinentor

scandalousmatter(Fed.R.Civ.P.12(f), TBMP 506.01)motionsto strikearegenerallydisfavored.

Hence,matterwill not bestricken unlessit clearlyhasno bearinguponthe issuesin thecase.

SeeLeon ShafferGolnickAdvertising, Inc. v. William G. PendilMarketingCo., Inc., 177

U.S.P.Q.2d401, 402 (TTAB1977);FRA S.p.A. v. Surg-O-Flex ofAmerica,Inc., 415 F. Supp.

421 (S.D.N.Y. 1976). Because theparties’ communicationsareadmissibleundertheplain

languageof F.R.E.408, directlybearuponRegistrant’sclaim of excusableneglectfor failure to

servediscovery duringthediscoveryperiod,anddo not prejudice Petitionerbefore thetrier of

fact, Petitioner’srequestto strike thematerialin Registrant’smotion should bedenied.

III. CONCLUSION

For the foregoingreasons, Petitioner’s Motionto Striketheportionsof Registrant’s

Motion to Reopenandthe Anderson Declaration,asreflectedin the Motion to Strike’s Exhibit

A, shouldbe deniedin its entirety. Further,Registrant’sevidencein supportof its Motion to

reopenshouldbe fully consideredin thecontextof thematternow beforetheBoard.

Respectfullysubmitted,

MANATT, PHELPS& PHILLIPS, LLP

Dated: November4, 2008 By:

_____________________________

SusanE. Hollander,Esq.
Britt L. Anderson,Esq.
Manatt, Phelps& Phillips, LLP
1001 Page Mill Road,Bldg. 2
PaloAlto, CA 94304

Attorneysfor Registrant
InternetFX Inc.
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CERTIFICATE OF SERVICE

I herebycertify thatthe foregoingREGISTRANT’SOPPOSITIONTO PETITIONER’S
MOTION TO STRIKE hasbeenserveduponthe Petitionerby depositingit with theUnited
StatesPostal Serviceas first class mail,postageprepaid,in a sealedenvelopeaddressedto:

Carl Oppedahi,Esq.
OppedahiPatentLaw Firm, LLC
PO. Box 4850
Frisco,CO 80443-4850

on this 4th dayof November,2008.

Linda Allen

I CERTIFICATE OF SERVICE

90037464.2


